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Claims 2 and 3 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. These claims recite the use of the present separator as an electrode in 
an electrolytic test, but are drawn to a fuel cell that contains the separator as an article. How the 
testing method limits the characteristics of the separator itself is unclear. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-4 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Saito 
et al (US 2002/0015876) in view of Nakamura et al (US 6,451,469). 

Saito et al, cited by applicants, disclose a fuel cell that includes a hydrogen ion 
conductive polymer membrane (2) sandwiched between a pair of electrodes (3), and a pair of 
conductive separators (1) with gas flow channels (4) that feed fuel and oxidant to respective 
electrodes (figure 1). The composition of the separator is designed to minimize the elution of 
ions and organic matter therefrom (section 0023), and includes a conductive material and a 
binder (sections 0025 through 0028), the amount of binder selected to minimize elution (section 
0028). Thus, the present recitation of elution characteristics would represent an optimization of 
the teachings of Saito et al The separator undergoes being exposed to water a 90 °C for 500 
hours, which would meet the first treatment recited in claim 12. The various recited treatments 
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are treated under product-by-process practice, MPEP 2113, and until shown otherwise, are not 
seen as conferring any particular structural characteristics to the final product, which would be 
indistinguishable from the treated separator of Saito et al Recitations of using the separator as 
an electrolytic anode or cathode are not given weight because these claims are drawn to the fuel 
cell article, while these details are to a testing procedure. These claims differ by reciting gaskets 
between the outer periphery of the membrane and each separator, thus surrounding each 
electrode. Nakamura et al disclose a fuel cell that includes gaskets (9) located between the outer 
periphery of a membrane (2) and each of two separators (5, 6) that provide gas sealing (column 
3, lines 27-30). Because Saito et al also desire gas sealing (section 0003), it would be obvious 
to construct the fuel cell of Saito et al in the way shown by Nakamura et al, with gaskets 
between the outer periphery of the electrolyte membrane and the separators. 

Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Saito et al in view 
of Nakamura et al as applied to claim 1 above, and further in view of Ohara et al 
(US 6,444,346). 

This claim differs from the above combination by reciting that the gasket and separator 
are integrated into one piece. Ohara et al discloses a fuel cell separator and gasket integrally 
formed into one piece (column 2, lines 50-58). This arrangement reduces the amounts of time, 
labor and cost needed to construct the fuel cell stack (column 3, lines 18-22). For this reason, it 
would be obvious to construct each separator of Saito et al. and the respective gasket disclosed 
by Nakamura et al as a single piece as taught by Ohara et al 
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Claims 6, 8, 9 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Saito et al in view of Nakamura et al as applied to claim 1 above, and further in view of Gyoten 
et al (EP 1,227,531), cited by applicants. 

While Saito et al disclose carbon (section 0027) as the conductive material for their 
separator, the above combination does not teach a trapping agent as part of the separator. Gyoten 
et al teach the incorporation of polymers containing basic radicals into a fuel cell separator 
(sections 0025 and 0026). This would help prevent the leaching of metal ions, which would be 
positive, out of a metal substrate (section 0027). Because Saito et al also include metals as 
conductive materials (sections 0026 and 0032), it would be obvious to include in the separator of 
Saito et al the polymers that contain basic radicals disclosed by Gyoten et al Regarding claim 
13, Saito et al disclose compression molding of separator material as a method of forming their 
separators (sections 0033 and 0048). 

Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Saito et al in view 
of Nakamura et al as applied to claim 1 above, and further in view of Spencer et al 
(WO 00/10216), cited by applicants. 

The above combination does not teach a trapping agent as part of the gasket. Spencer et 
al disclose a fuel cell gasket (1) that either includes an ionomer (page 8, lines 26-29) or includes 
a sub-gasket (4) comprising an ionomer (page 9, lines 17-19). The preferred ionomer includes 
the cation-trapping group S0 3 " (page 9, lines 8-9). This gasket, optionally with the sub-gasket, 
forms a fluid tight seal, minimizes the amount of expensive ionomer used therein, prevents 
mechanical failure of the membrane electrode assembly, and provides electrical insulation (page 
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6, lines 6-15). For these reasons, it would be obvious to use the gasket, optionally with the sub- 
gasket, each with an ionomer, disclosed by Spencer et ah as the gasket located in the place 
shown by Nakamura et ah in the fuel cell of Saito et ah 

Claims 10 and 1 1 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. The prior art, cited either herein or by applicants, does not 
disclose a fuel cell with a separator that includes a coating of a trapping agent. 

The disclosure is objected to because of the following informalities: The numeral 131 
(without a letter) in figure 1 1 is not found in the specification. In section 0230, line 5, after 
"500", there is a square. Likewise, in section 0231, line 5, after "80", there is a square. 
Appropriate correction is required. 

The lengthy specification has not been checked to the extent necessary to determine the 
presence of all possible minor errors. Applicant's cooperation is requested in correcting any 
errors of which applicant may become aware in the specification. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stephen J. Kalafut whose telephone number is 571-272-1286. 
The examiner can normally be reached on Mon-Fri 8:00 am-4:30 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick J. Ryan can be reached on 571-272-1292. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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